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DETAILED ACTION 
Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-6, drawn to display devices, classified in class 313, subclass 495; 

II. Claims 7-12, drawn phosphor compositions, classified in class 252, subclass 
301. 6R; 

III. Claims 13-19, drawn to method for making zinc oxide particles, classified in class 
427, subclass 64. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions of Group I and Group II are related as combination and subcombination. 

Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because the combination as claimed does not require a curable polymer of the 
subcombination. The subcombination has separate utility such as in a fluorescent lamp. 

Inventions of Group I and Group III are related as process of making and product made. 
The inventions are distinct if either or both of the following can be shown: (1) that the process as 
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claimed can be used to make other and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case, the product as claimed can be made by another and materially different process. For 
example, the product as claimed can be made by homogeneous precipitation at equilibrium in 
solution with reaction volume limited by micelles in solution in a volume limiting matrix. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter as shown by their 
different classification, restriction for examination purposes as indicated is proper. Furthermore, 
it is noted that the search required for Group I is not required for Groups II, and III, and thus 
represents an undue burden on the Examiner. 

4. During a telephone conversation with Dr. P. Dardi on March 18, 1999 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-6. Affirmation 
of this election must be made by applicant in responding to this Office action. Claims 7-19 are 
withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
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named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a diligently-filed petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.17(h). 

Claim Rejections - 35 USC§ 102 

6. ' The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
S?2^ country more than one year prior to the date of application for patent ,n the Umted States. 

7. Claims 1 , 2, 4, and 6 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Bhargava. Referring to claim 1, Bhargava discloses a display (see FIG. 11-13) comprising 
phosphor particles (phosphor layer 49) having an average diameter less than 100 nm (see abstract, 
10 nm particles) wherein the particle size is selected to yield light in a desirable portion of the 
spectrum (see col. 5, lines 50-63, 3 nm yellow and 6 nm green). 

Referring to claim 2, see col. 5, lines 50-63, ZnS. 

Claims 4 and 6 are rejected for the same reason as claim 1 . 

8. Claims 1 , and 6 are rejected under 3 5 U.S.C. 1 02(b) as being anticipated by Jaskie. 
Referring to claim 1, Jaskie discloses a display (see FIG. 5) comprising phosphor particles 
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(fluorescent layer 53) having an average diameter less than 100 nm (see abstract, 10 nm particles) 
wherein the particle size is selected to yield light in a desirable portion of the spectrum. 
Claim 6 is rejected for the same reason as claim 1. 

Claim Rejections - 35 USC §103 
9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described las > set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatwed by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U S C 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 3, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bhargava 
as applied to claim 1 above. Referring to claim 3, Bhargava is silent as to ZnO host phosphor. 
Bhargava suggest group II-IV host phosphors of which ZnO is notoriously well known. The 
selection of known materials for a known purpose is generally considered to be within the skill of 
the art. It would have been obvious to select ZnO as the host phosphor, as suggested by 
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Bhargava, because the selection of known materials for a known purpose is within the skill of the 
art. 

Referring to claim 5, the specification of a desired particle range is generally recognized to 
be within the skill of the art. See for example Jaskie, col. 7, lines 34-40. It would have been 
obvious to specify a desired particle range because the specification of a desired particle range is 
within the skill of the art. 

11. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jaskie as applied to 
claim 1 above. Referring to claim 5, Jaskie teaches that the specification of a desired particle 
range is within the skill of the art. See col. 7, lines 34-40. It would have been obvious to specify 
a desired particle range because the specification of a desired particle range is generally 
recognized to be within the skill of the art. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

13. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Michael Day whose telephone number is 703/305-4941 . The examiner can 
normally be reached on Monday-Friday, from 8:00 A.M. to 5:00 P.M. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Sandra O'Shea, can be reached by phoning 703/305-4939. The Fax phone number is 703/308- 
7382. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is 703/305-4900. 

March 18, 1999 




MICHAEL DAY 
PATENT EXAMINER 
GROUP 2800 



